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DETAILED ACTION 

This office action is in response to the election filed September 28, 2006. Applicant 
suggested different grouping, instead of electing one of the groups indicated by the examiner. 
Applicant suggested Group I, which includes claims 1-19, 23, 27-46 and new claims 48-51. 
Applicant argues that claim 1 includes all the limitation of claim 27 therefore, should be grouped 
together however did not suggest why claim 23 should be included. Examiner does not believe 
claim 23 should be included in the group. To clarify the response to the election, Examiner 
provides another restriction. 

Examiner is applying art rejection with the assumption that the Applicant elected Group I 
(with claims 1-19, 27-46 and the new claims 48-51) with traverse. Claims 20-26 and 47 are non- 
elected claims. If applicant does not agree with the Examiner Grouping of the claims, then the 
old restriction applies. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-19, 27-30, 3 1-46 and new claims 48-51 drawn to providing an offer to 
exchange an item and upsell for rounded price, classified in class 705, subclass 
14. 

II. Claims 20, 47, drawn to receiving key presses and determining a record 
specifying an upsell and upsell price and selling the item and the upsell, classified 
in class 705, subclass 20. 

III. Claims 21 and 22, drawn to authorization to access database, classified in class 
707, subclass 9. 
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IV. Claim 23, drawn to offering upsell in exchange to amount tendered, classified in 
class 705, subclass 14. 

V. Claims 24 and 25, drawn to determining upsell based on a round up amount and 
storing the record, classified in class 707, subclass 102. 

VI. Claim 26, drawn to data structure, classified in class 717, subclass 1 16, 
The inventions are distinct, each from the other because of the following reasons: 

The reason for restriction is as indicated in the previous office action. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

■ (e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-19 are rejected under 35 U.S.C. 102(e) as being anticipated by Walker et al. 
(US 6,397,193). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 3 7 CFR 1.131. 
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Regarding claims 1-4, Walker teaches a program for controlling a processor connected to 
and the processor operative with the program (see col. 7 line 57 to col, 8 line 14, col. 1 1 lines 48- 
65) to receiving a purchase that includes at least one item (see col. 7 lines 41-56); determining an 
upsell based on the item by accessing a database (see col. 10 lines 29-65); determining a rounded 
price for the at least one item and the upsell and providing an offer to exchange the at least one 
item and the upsell for the rounded price (col. 10 line 66 to col. 1 1 line 8); receiving a response 
to the offer and exchanging it for the rounded price (see col. 1 1 lines 24-32). 

Regarding claims 5-16, Walker teaches to receiving a purchase that includes at least one 
item (see col. 7 lines 41-56); determining a record and an upsell based on the record in a 
database (col. 7 lines 1-17, col. 10 lines 29-65); determining a rounded price based on the record 
for the at least one item and the upsell and selecting an upsell that correspond to the item and the 
cost of the upsell and offering the upsell; determining a purchase price and a rounding multiple 
based on the record and rounding the purchase price in accordance with the rounding multiple; 
adding the purchase price to the sell price, thereby generating the rounded price; a required 
payment amount to be rounded price (col. 10 line 66 to col. 1 1 line 34); 

Regarding claims 17-19 and 44-46, Walker teaches receiving signal representative of a 
plurality of items defining a purchase price (see col. 7 lines 41-56); determining a record in a 
database corresponding based on the item (see col. 10 lines 29-65); generating a rounded price 
based on the purchase price and the upsell; providing an offer to sell the at least one item and the 
upsell for the rounded price (col. 10 line 66 to col. 1 1 line 8); receiving a response to the offer 
and selling it for the rounded price (see col. 1 1 lines 24-32); displaying an indication of the 
upsell and the rounded price (col. 7 lines 8-56). 



Application/Control Number: 09/933,588 
Art Unit: 3622 



Page 5 



Claims 27-30 are rejected as stated above in claims 1-4. 
Claims 31-43 are rejected as stated above in claims 5-16. 

Regarding claims 48, 49 and 51, Walker teaches receiving key presses representative of 
plurality of items (see col. 4 lines 33-65); determining a record in a database specifying an 
upsell; receiving a key press indicating acceptance of the offer; selling the item and upsell for the 
rounded price (see col. 7 lines 1-56); displaying an indication of the upsell and the rounded price 
(col. 1 1 lines 23-34); storing in a record an indication of the purchase price and upsell (see 6 line 
57 to col. 7 lines 17). 

Regarding 50, Walker teaches receiving a request to make an adjustment to a database 
containing records of upsell; receiving an authorization code (see 5 lines 35-67, col. 6 line 1 to 
col. 7 lines 16). 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
EagleMfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d467, 114USPQ330(CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Applicant is advised that should claims 17 and 18 be found allowable, claims 44 and 45 
will be objected to under 37 CFR 1.75 as being a substantial duplicate thereof When two claims 
in an application are duplicates or else are so close in content that they both cover the same 
thing, despite a slight difference in wording, it is proper after allowing one claim to object to the 
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other as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). Claims 44 
and 45 are identical duplicate of claims 17 and 18 respectively. 



Claims 1-51 are directed to the same invention as that of claims 1-25 of commonly 
assigned patent (US 6,397,193). The issue of priority under 35 U.S.C. 102(g) and possibly 35 
U.S.C. 102(f) of this single invention must be resolved. 

Since the U.S. Patent and Trademark Office normally will not institute an interference 
between applications or a patent and an application of common ownership (see MPEP Chapter 
2300), the assignee is required to state which entity is the prior inventor of the conflicting subject 
matter. A terminal disclaimer has no effect in this situation since the basis for refusing more 
than one patent is priority of invention under 35 U.S.C. 102(f) or (g) and not an extension of 
monopoly. 

Failure to comply with this requirement will result in a holding of abandonment of this 
application. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g. Jn re Berg, 140F.3d 1428, 46USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
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with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-19, 27-30, 31-46 and new claims 48-51 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-182 of U.S. 
Patent No. 6,1 19,099. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they are obvious variations from each other. Calculating a 
round-up amount and exchanging the round-up amount for the upsell is the same as determining 
a rounded price and providing an offer to exchange. 

Claims 1-19, 27-30, 31-46 and new claims 48-51 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-36 of U.S. 
Patent No. 6,598,024. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they are obvious variations from each other. Calculating a 
round-up. amount and outputting a signal indicative of the upsell is the same as determining a 
rounded price and providing an offer to exchange. 

Claims 1-19, 27-30, 3 1-46 and new claims 48-51 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-7 of U.S. 
Patent No. 7,072,850. The current application does not recite scanning a bar code. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
deletion of an element with a corresponding loss of function has been held to be obvious. 

Claims 1-19, 27-30, 3 1-46 and new claims 48-51 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-12 of U.S. 
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Patent No. 6,876,978. The current application does not recite printing a coupon. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
deletion of an element with a corresponding loss of function has been held to be obvious. 

Claims 1-19, 27-30, 31-46 and new claims 48-51 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-45 of U.S. 
Patent No. 6,298,329. The current application does not recite printing a coupon. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
deletion of an element with a corresponding loss of function has been held to be obvious. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yehdega Retta whose telephone number is (571) 272-6723. The 
examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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